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Attorney's Docket No.: 60013-002003 



REMARKS 



In response to the final office action dated December 11, 2006 and the advisory action 
dated April 27, 2007, Applicants have hereby filed a request for continued examination and 
presented a listing of amended claims. 

Applicants have narrowed claim 14 by removing certain chemical groups assigned to 
variable A in the formula recited in this claim. This amendment has necessitated cancellation of 
claims 15-17, and 22 and change of the dependency of claim 18. Claims 23-30 also have been 
cancelled as they are drawn to non-elected subject matter. Claims 1-13 were previously 
cancelled. 

Upon entry of the above amendments, claims 14 and 16-21 will be under examination. 
Applicants respectfully request that the Examiner reconsider this application in view of the 
following remarks. 

Rejection under 35 U.S.C. S 112. 1^' paragraph 

In the advisory action, the Examiner maintains the lack-of-enablement rejection of 
claims 14-20 and 22. In particular, he asserts that "[t]he thrust of the rejection was at the scope 
of 'A' since elected 'Z' choice ... was never rejected." See the advisory action, page 2, 
lines 7-9. It is clearly the Examiner's position that, while the scope of "Z" is proper, the scope of 
"A" is overly broad. To move this application forward. Applicants have narrowed claim 14 to 
limit "A" to C(R'''r'''), in which R"' is benzo[l,3]dioxol-5-yl and R''' is H, Ci-Ce alkyl, or aryl. 
As such, amended independent claim 14 covers piperazinedione compounds of the following 
formula: 



wherein A is C(benzo[l,3]dioxol-5-yl)(R'''), R*'' being H, Ci-Ce alkyl, or aryl.^ 



^ As the Examiner acknowledges that the scope of "Z" is not at issue, Applicants will not discuss this varible 

here. 
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As a result of the amendment, the scope of "A" is significantly narrower than the scope 
of original "A," which can be H or CH(R''R'') when ^ is a single bond, or C(R'''r''') when ^ 
is a double bond, R* and R** each being assigned a large number of chemical groups. Indeed, 
"A," as amended, contains merely one variable (i.e., r'''), which can only be H, Ci-Ce alkyl, or 
aryl. Thus, the scope of variable "A" is very narrow. 

Compound 23 of this application corresponds to the compound of the formula recited in 
claim 14, in which R** is H. This compound exhibited anti-angiogenesis activity. See 
Examples 36 and 37. Of note, as R*'' can only be selected from a lunited number of alternatives, 
one skilled in the art would be able to follow the guidance and the working examples provided in 
the specification to make all of the compounds of claim 14 and assess their anti-angiogenesis 
activity without undue experimentation. See also the response to final office action filed on 
April 11, 2007, page 5, lines 6-21. 

Applicants would like to bring to the Examiner that "[t]he test of enablement is whether 
one reasonably skilled in the art could make or use the invention from the disclosures in the 
patent coupled with information known in the art without undue experimentation ." See 
MPEP 2164.01; emphasis added. As discussed above, one skilled in the art could make and use, 
without undue experimentation, the compounds of claim 14 in its full scope. Thus, claim 14 
satisfies the enablement requirement. So do claims 18-20, which depend from and are narrower 
in scope than claim 14. 

Rejection under 35 U.S.C. § lOSfa^ 

Claims 14-16 and 22 are rejected as being obvious by Teng et al, WO 01/95858 

("Teng"). 

As discussed above, independent claim 14 covers piperazinedione compounds, all of 
which feature a benzo[l,3]dioxol-5-yl moiety. 

Teng teaches a number of piperazinedione compounds including a phenyl moiety, which 
corresponds to the benzo[l,3]dioxol-5-yl moiety recited in claim 14, However, nowhere in this 
reference is it taught or suggested that such a phenyl moiety is fused with another ring, let alone 
with a [l,3]dioxol ring to form a benzo[l,3]dioxol-5-yl moiety required in claim 14. Thus, 
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claim 14 is not rendered obvious by Teng. By the same token, claims 15 and 18-20, all 
dependent from claim 14, are also not rendered obvious by Teng. 

Allowable subject matter 

The Examiner acknowledges that claim 21 covers allowable subject matter. However, he 
objects to this claim on the ground that it depends from a rejected base claim, i.e., claim 20. 

For the reasons set forth above, the rejection of claim 20 has been overcome. Claim 21 is 
therefore in condition for allowance. 



Applicants submit that the grounds for rejections asserted by the Examiner have been 
overcome and that claims 14 and 18-21, as pending, define subject matter that is enabled and 
nonobvious. It is therefore requested that the Examiner promptly allow this application, as 
amended. 

The Petition for Extension of Time fee in the amount of $225.00 is being paid 
concurrently herewith on the Electronic Filing System (EFS) by way of Deposit Account 
authorization. Please apply any other charges or credits to Deposit Account No. 50-4189, 
referencing Attorney Docket No. 60013-002003. 



Occhiuti, Rohlicek & Tsao 
10 Fawcett Street 
Cambridge, MA 02138 
Telephone: (617) 500-2500 
Facsimile: (617)500-2499 



CONCLUSION 



Respectfully submitted. 




